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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claimi, 3-4, 7, 14, 24-25, 28-29 and 45-46 rejected under 35 U.S.C. 102(e) as 
being anticipated by Moles. 

As to claim 1, Moles discloses a method for initiating provisioning procedures for 
terminals operable in a mobile communications network (see col. 1, lines 9-14), 
comprising: automatically detecting an unprovisioned terminal in the mobile 
communications network (see col. 6, lines 28-33); and providing a notification to a 
provisioning server to initiate the provisioning procedures for the unprovisioned terminal 
in response to the automatic detection of the unprovisioned terminal (see col. 6, lines 
33-39; col. 8, lines 26-65). 

As to claims 3 and 14, Moles discloses the method wherein automatically 
detecting an unprovisioned terminal in the mobile communications network comprises: 
receiving a subscriber identifier identifying a particular subscriber and an equipment 
identifier identifying the unprovisioned terminal (see col. 8, lines 35-40); and comparing 
the subscriber identifier and the equipment identifier as an affiliated identifier pair to 
stored identifier pairs comprising known subscriber equipment affiliations (see col. 6, 
line 5 - col. 7, line 34; see col. 8, lines 49-52). 
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As to claim 4, Moles discloses the method further comprising storing the stored 
identifier pairs in a Home Location Register (HLR) at the network (see col. 6, lines 40- 
41). 

As to claim 7, Moles discloses the method wherein each of the known subscriber 
equipment affiliations comprises at least one equipment identifier for each subscriber 
corresponding to a subscriber identifier (see col. 6, line 5 - col. 7, line 34; col. 8, lines 
49-52). 

As to claim 24, Moles discloses the method further comprising generating 
provisioning data by the provisioning server, and transmitting the provisioning data from 
the provisioning server to the unprovisioned terminal (see col. 8, lines 49-59). 

As to claim 25, Moles discloses the method further comprising receiving an 
equipment identifier identifying the unprovisioned terminal and correlating the 
equipment identifier to a matching terminal type; and wherein generating the 
provisioning data comprises retrieving default provisioning data corresponding to the 
matching terminal type (see col. 7, line 60 - col. 8, line 13). 

As to claim 28, Moles discloses a provisioning system for automatically 
provisioning terminals in a mobile communications network (see col. 1, lines 9-15), 
comprising: a detection module coupled to the mobile communications network to 
monitor for at least a subscriber identifier and an equipment identifier transmitted from 
an unprovisioned terminal (see fig. 3, item 305); a provisioning trigger module coupled 
to the detection module to generate a provisioning notification based on the subscriber 
and equipment identifiers indicating that the unprovisioned terminal has been introduced 
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on the mobile communications network (see fig. 3, item 310,312); and a provisioning 
server coupled to receive the provisioning notification and to instigate provisioning 
procedures with the unprovisioned terminal in response to the provisioning notification 
(see fig. 3, item 160). 

As to claim 29, Moles discloses the provisioning system wherein the detection 
module is integrated with an existing network element of the mobile communications 
system (see col. 8, lines 31-40). 

As to claim 45, Moles discloses the provisioning system wherein the provisioning 
server comprises: a phone capability database to store mobile terminal models 
corresponding to each of a plurality of available equipment identifiers; a configuration 
messages database to store provisioning data for each mobile terminal model; and a 
processor configured to obtain the provisioning data for the unprovisioned terminal by 
retrieving the provisioning data for the mobile terminal model corresponding to the 
equipment identifier of the unprovisioned terminal (see col. 6, line 53 - col. 8, line 59). 

Regarding claim 46 is the corresponding apparatus claims of method claims 1 . 
Therefore, claim 46 is rejected for the same reason shown above. 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for deternnining 
obviousness under 35 U.S.C. 103(a) are sunnmarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. . 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 2, 8-13, 15-17, 19-22, 26-27 and 47 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Moles in view of Meche. 

As to claim 2, Moles discloses the method further comprising monitoring for a 
subscriber identifier identifying a particular subscriber and an equipment identifier 
identifying the unprovisioned terminal (see col. 6, lines 28-33). Moles does not 
specifically disclose wherein automatically detecting an unprovisioned terminal 
comprises determining that the subscriber and equipment identifiers do not collectively 
correspond to known subscriber and equipment affiliations. Meche discloses wherein 
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automatically detecting an unprovisioned terminal comprises determining that the 
subscriber and equipment identifiers do not collectively correspond to known subscriber 
and equipment affiliations (see col. 5, line 22 - col. 8, line 36). Therefore, it would have 
been obvious to one of the ordinary skill in the art at the time of the invention to add this 
teaching to the Moles method for enhanced security in the wireless communication 
system. 

As to claims 8-9, 19 and 21 , Moles discloses everything claimed as explained 
above except for the method receiving a subscriber identifier and an equipment 
identifier comprises receiving at least an International Mobile Subscriber Identity (IMSI) 
and an International Mobile Equipment Identity (IMEI); wherein comparing the affiliated 
identifier pair to stored identifier pairs comprises comparing the affiliated identifier pair 
comprising the IMSI and the IMEI to a plurality of stored IMSI/IMEI pairs. Meche 
discloses receiving a subscriber identifier and an equipment identifier comprises 
receiving at least an International Mobile Subscriber Identity (see col. 4 lines 40-54) and 
an International Mobile Equipment Identity (see col. 3, lines 16-18); wherein comparing 
the affiliated identifier pair to stored identifier pairs comprises comparing the affiliated 
identifier pair comprising the IMSI and the IMEI to a plurality of stored IMSI/IMEI pairs. 
Therefore, it would have been obvious to one of the ordinary skill in the art at the time of 
the invention to add these teachings to the Moles method for a fast and positive 
identification of the wireless devices. 

As to claims 10 and 1 1 , Moles discloses everything claimed as explained above 
except for the method further comprising availing the subscriber identifier and the 
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equipment identifier to the mobile communications network in connection with a location 
update procedure. Meche discloses the method further comprising availing the 
subscriber identifier and the equipment identifier to the mobile communications network 
in connection with a location update procedure (see col. 4, lines 40-54). Therefore, it 
would have been obvious to one of the ordinary skill in the art at the time of the 
invention to combine these teachings in the Moles method for an easier implementation. 

As to claims 12 and 13, Moles discloses everything claimed as explained above 
except for the method wherein automatically detecting further comprises recognizing 
that the affiliated identifier pair does not match any of the stored identifier pairs in 
response to the comparison. However, OFFICCIAL NOTICE IS TAKEN THAT 
recognizing that parameters don't match is a common. and well-known technique. 
Therefore, it would have been obvious to one of the ordinary skill in the art at the time of 
the invention to use this old technique for the simple purpose of logic decisions. 

As to claims 15-16 and 17, Moles discloses the method wherein: receiving the 
subscriber identifier and the equipment identifier comprises periodically monitoring the 
affiliated identifier pair at the provisioning server through a signaling channel; comparing 
the subscriber identifier and the equipment identifier comprises comparing the affiliated 
identifier pair to stored identifier pairs at the provisioning terminal; and providing a 
notification to the provisioning server comprises providing the notification internally at 
the provisioning server(see col. 6, line 1-col. 7, line 60). Moles does not specifically 
disclose continuously monitoring. However, OFFICCIAL NOTICE IS TAKEN THAT the 
technique of continuously monitoring is a common and well-known technique. 



Application/Control Number: 09/91 9,31 7 Page 8 

Art-Unit: 2683 

Therefore, it would have been obvious to one of the ordinary skill in the art at the time of 
the invention to add this technique to the Moles method for a faster providing. 

As to claim 20, Moles discloses everything claimed as explained above except 
for the method wherein the subscriber identifier further comprises a Mobile Station 
ISDN/PSTN Number (MSISDN). Meche discloses wherein the subscriber identifier is 
IMSI and IMEI as previously indicated. Since the MSISDN is also another identifier it 
would be obvious to one of the ordinary skill in the art at the time of the invention to use 
any mobile identifier number for identification purposes. 

As to claim 22, Moles discloses the method further comprising: generating 
provisioning data at the provisioning server, wherein generating the provisioning data 
comprises correlating the equipment identifier with corresponding predetermined 
provisioning data; and transmitting the predetermined provisioning data from the 
provisioning server to the unprovisioned terminal (see col. 7, line 60 - col. 8, line 13). 

As to claims 26 and 27, Moles discloses the method further comprising to notify 
the unprovisioned terminal of the transmission of the provisioning data (see col. 7, lines 
49-51). Moles does not specifically disclose using Wireless Application Protocol (WAP) 
push message or SyncML-based protocol. However, OFFICIAL NOTICE IS TAKEN 
THAT Wireless Application Protocol (WAP) and SyncML-based protocol are common 
and well-known standard. Therefore, it would have been obvious to one of the ordinary 
skill in the art at the time of the invention to add this teaching for an easier 
implementation of the service. 
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As to claim 47, Moles discloses a provisioning system for automatically 
provisioning terminals in a mobile communications network, comprising: means for 
monitoring for a subscriber identifier identifying a particular subscriber and an 
equipment identifier identifying an unprovisioned terminal; means for automatically 
detecting the unprovisioned terminal in the mobile communications network, and means 
for providing a notification to a provisioning server to initiate a provisioning procedure for 
the unprovisioned terminal in response to the automatic detection of the unprovisioned 
terminal (see col. 6, line 5 - col. 8, line 59). Moles does not specifically discloses 
including means for determining that the subscriber and equipment identifiers do not 
collectively correspond to known subscriber and equipment affiliations. Meche discloses 
wherein automatically detecting an unprovisioned terminal comprises determining that 
the subscriber and equipment idenfifiers do not collectively correspond to known 
subscriber and equipment affiliafions (see col. 5, line 22 - col. 8, line 36). Therefore, it 
would have been obvious to one of the ordinary skill in the art at the time of the 
invention to add this teaching to the Moles method for enhanced security in the wireless 
communication system. 

7. Claims 5, 30-34 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moles in view of Raith. 

As to claims 5 and 30-31 , Moles discloses the method/system of comparing the 
affiliated identifier pair to the stored identifier (see col. 8, lines 49-52). Moles does not 
specifically disclose comparing the affiliated identifier pair to the stored identifier pairs at 
a Mobile Switching Center (MSC), Raith discloses comparing the affiliated identifier pair 
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to the stored identifier pairs at a Mobile Switching Center (see col. 2, lines 40-42). 
Therefore, it would have been obvious to one of the ordinary skill in the art at the time of 
the invention to add this teaching to the Moles method for faster response. 

As to claim 32, Moles discloses the provisioning system further comprising a 
database to store the known subscriber-equipment groups (see fig. 3, item 310). 

As to claim 33, Moles discloses the provisioning system wherein the database 
comprises a Home Location Register (HLR) operable in the mobile communications 
system, wherein each record of the HLR comprises a subscriber data (see col. 6, lines 
40-43). Moles also discloses to store a subscriber identity field to store the subscriber 
identifier; and equipment identify field to store the equipment identifier (see col. 6, line 
53 - col. 8, line 25). Therefore, it would have been obvious to one of the ordinary skill in 
the art at the time of the invention to use more memory in the HLR for the simple 
purpose of saving money in resources. 

As to claims 34 and 36, Moles discloses the provisioning system wherein the 
provisioning trigger module is integrated with the MSG to generate the provisioning 
notification (see col. 6, lines 5-27). 

8. Claims 6, 38-41 and 43 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Moles in view Lager. 

As to claims 6, 38-39, 41 and 43, Moles discloses the method/system of 
comparing the affiliated identifier pair to the stored identifier pairs (see col. 8, lines 49- 
52). Moles does not specifically disclose comparing the affiliated identifier pair to the 
stored identifier pairs at a Serving GPRS Support Node (SGSN). Lager discloses 
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comparing the affiliated identifier pair to the stored identifier pairs at a Serving GPRS 
Support Node (see col. 12, line 65 - col. 13, line 12). Therefore, it would have been 
obvious to one of the ordinary skill in the art at the time of the invention to add this 
teaching to the Moles method for faster response. 

As to claim 40, Moles discloses the provisioning system wherein the database 
comprises a Home Location Register (HLR) operable in the mobile communications 
system, wherein each record of the HLR comprises a subscriber data (see col. 6, lines 
40-43). Moles also discloses to store a subscriber identity field to store the subscriber 
identifier; and equipment identify field to store the equipment identifier (see col. 6, line 
53 - col. 8, line 25). Therefore, it would have been obvious to one of the ordinary skill in 
the art at the time of the invention to use more memory in the HLR for the simple 
purpose of saving money in resources. 

9. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moles in 
view of Chatterjee. 

As to claim 14, Moles discloses everything claimed as explained above except 
for the method further comprising providing the subscriber identifier and the equipment 
identifier by the unprovisioned terminal upon power up of the unprovisioned terminal. 
Chatterjee discloses the method further comprising providing the subscriber identifier 
and the equipment identifier by the unprovisioned terminal upon power up of the 
unprovisioned terminal (see col. 4, lines 20-29). Therefore, it would have been obvious 
to one of the ordinary skill in the art at the time of the invention to add this teaching for a 
faster providing. 
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10. Claims 18 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moles in view of Meche as applied to claims 2, 8-13, 15-17, 19-22 and 47 above, 
and further in view of Donovan. 

As to claim 18, Moles discloses the method wherein creating the notification 
message comprises including the subscriber and equipment identifiers (see col. 6, line 5 
- col. 8, line 65). Moles does not specifically disclose creating a Short Messaging 
Service (SMS) and a user data field. Donovan discloses creating a Short Messaging 
Service (SMS) and a user data field (see col. 1 , lines 48-56). Therefore, it would have 
been obvious to one of the ordinary skill in the art at the time of the invention to add this 
teaching for an easier implementation of the service. 

As to claim 35, Moles discloses to receive and transmit the provisioning 
notification message including at least the subscriber identifier and the equipment 
identifier (see col. 6, line 5 - col. 7, line 34; col. 8, lines 49-52). Moles does not 
specifically disclose the provisioning system further comprising a Short Message 
Service Center (SMSC) to receive and to transmit the provisioning notifications from the 
MSC. Donovan discloses the provisioning system further comprising a Short Message 
Service Center (SMSC) to receive and to transmit the provisioning notifications from the 
MSC (see col. 5, lines 30-34). Therefore, it would have been obvious to one of the 
ordinary skill in the art at the time of the invention to add these techniques to the Moles 
system for an easier implementation. 
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1 1 . Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moles in 
view of Mecheas applied to claims 2, 8-13, 15-17, 19-22, 26-27 and 47 above, and 
further in view of Vucetic. 

As to claim 23, Moles discloses the method/system wherein automatically 
transmitting the notification to the provisioning server through the mobile 
communications network comprises (see col. 6, lines 33-39; col. 8, lines 26-65). Moles 
does not specifically disclose initiating an alarm at a network management system 
(NMS); forwarding the notification to the NMS. Vucetic discloses initiating an alarm at a 
network management system (NMS); forwarding the notification to the NMS (see col. 5, 
lines 29-31 ). Therefore, it would have been obvious to one of the ordinary skill in the art 
at the time of the invention to add this technique for a reliable method. 

12. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moles in 
view of Raith as applied to claims 5, 30-34 and 36 above, and further in view of Vucetic. 

As to claim 37, Moles discloses the method/system wherein automatically 
transmitting the notification to the provisioning server through the mobile 
communications network comprises (see col. 6, lines 33-39; col. 8, lines 26-65). Moles 
does not specifically disclose initiating an alarm at a network management system 
(NMS); forwarding the notification to the NMS, Vucetic discloses initiating an alarm at a 
network management system (NMS); forwarding the notification to the NMS (see col. 5, 
lines 29-31). Therefore, it would have been obvious to one of the ordinary skill in the art 
at the time of the invention to add this technique for a reliable method. 
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13. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moles in 
view of Lager as applied to claims 6, 38-41 and 43 above, and further in view of 
Donovan. 

As to claim 42, Moles discloses the provisioning system further comprising to 
transmit and receive the provisioning notification to the provisioning server, message 
including at least the subscriber identifier and the equipment identifier (see col. 6, line 5 
- col. 8, line 59). Moles does not specifically discloses a Short Message Service Center 
(SMSC) or SGSN, and wherein the provisioning notification is dispatched as a Short 
Messaging Service (SMS). Lager discloses using a Serving GPRS Support Node (see 
col. 12, line 65 - col. 13, line 12). Donovan discloses the provisioning system further 
comprising a Short Message Service Center (SMSC) to receive and to transmit the 
provisioning notifications from the MSC (see col. 5, lines 30-34). Therefore, it would 
have been obvious to one of the ordinary skill in the art at the time of the invention to 
add these techniques to the Moles system for an easier implementation. 

As to claim 44, Moles discloses to transmit the provisioning notification to the 
provisioning server in response thereto (see col. 6, line 5 - col. 8, line 59). Moles does 
not specifically discloses the provisioning system further comprising a Network 
Management System (NMS) to receive the provisioning notification from the SGSN as 
an NMS alarm signal, and Lager discloses using a Serving GPRS Support Node (see 
col. 12, line 65 - col. 13, line 12). Vucetic discloses initiating an alarm at a network 
management system (NMS); forwarding the notification to the NMS (see col. 5, lines 29- 
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31 ). Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time of the invention to add this technique for a reliable method. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Hsu U.S. Patent US006587684B1 

b. Schwob U.S. Patent US0051 52011 A 

c. Sakurai U.S. Patent US006600930B1 

Any response to this Office Action should be mailed to: 

Commissioner of Patent and Trademarks 
Washington, D.C. 20231 

Or faxed to: 

(703) 703-872-9314 

For formal communication intended for entry, informal communication or draft 
communication; in the case of informal or draft communication, please label 
"PROPOSED" or "DRAFT" 

Hand delivered responses should be brought to: 

Crystal Park II 

2121 Crystal Drive 

Arlington, VA 

Sixth Floor (Receptionist) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcos L Torres whose telephone number is 703-305- 
1478. The examiner can normally be reached on 8:00am-5:30pm alt. friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William G Trost can be reached on 703-308-5318. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Marcos L Torres 
Examiner 
Art Unit 2683 
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WILLIAM TROST 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



